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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1,12, 15, 16, 18, 19, 20, 21 and 24 are rejected under 35 U.S.C. 102(b) 
as being anticipated by Canon Kabushiki Kaisha Tokyo (JP) (European Patent 
00,304,448.4). 

Regarding Claim 1, Canon discloses a method of sending a print job to a printer 
(see [0001], Line 7-14), comprising: attaching at least one document to an e-mail 
message (see [0003], Line 29-32), sending the e-mail message over a network to e-mail 
enabled printer (see [0001], Line 7-14), and extracting at least one document from the 
e-mail message by the e-mail enabled printer (see [0016], Line 28-37). 

Regarding Claim 12, Canon discloses a document attached to an e-mail 
message is in an application-specific format (see [0017], Line 40-48 and [0052], Line 1- 
6). 

Regarding Claim 13, Canon discloses a conversion of a document in an 
application-specific format into a print ready file (see [0021], Line 33-38). 

Regarding Claim 15, Canon discloses a method for distributing a document for 
printing (see [0001]), comprising: attaching at least one document to an e-mail message 
(see [0003], Line 29-32), sending an e-mail message to an e-mail enabled print server 
of a local network (see [0009]), extracting the document at the e-mail enabled print 
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server (see [0016]), and sending the document to the network printer of the local 
network by the e-mail enabled server (see [0021, Line 33-35). 

Regarding Claim 16, Canon discloses a method comprising converting a 
document into a print ready file by the e-mail enabled print server prior to sending the 
document to the network printer (see [0021]). 

Regarding Claim 18, Canon discloses a method comprising printing at least one 
document by the network printer (see [0009]). 

Regarding Claim 19, Canon discloses a system for receiving and distributing a 
remotely sent print job to a network printer (see Fig. 4), comprising: an e-mail enabled 
server device for communication with a network (Fig.4, (3104)), the e-mail enabled 
server configured for receiving an e-mail message having a document attached as a 
print job (see Fig.4, (3103) and [0009]), the e-mail enabled print server configured for 
extracting document from the e-mail message and for transmitting the document to at 
least one network printer device (see [0020]), and a network printer device configured to 
be communicatively coupled to the e-mail enabled print server device over the network 
(see Fig. 6), the network printer device for storing and for printing print jobs transmitted 
by the e-mail enabled print server device (see Fig.1 (108, 109) and [0053]). 

Regarding Claim 20, Canon discloses a system wherein the e-mail enabled print 
server device includes at least one microprocessor configured for converting the 
document sent as print job into a print ready file (see Fig. 6 (2102)). 

Regarding Claim 21, Canon discloses a computer system for processing print 
jobs (see Fig.1), comprising: an e-mail enabled device for creating and sending e-mail 



Application/Control Number: 09/966,896 Page 4 

Art Unit: 2622 

with attachments (see Fig.1 (101, 102)), an e-mail enabled printer for receiving, 
extracting attachments from the e-mails, and printing the attachments (see Fig.1 (108, 
109)), and a network for communicating emails between the e-mail enabled device and 
the e-mail enabled printer (see Fig.1 (103, 106)). 

Regarding Claim 24, Canon discloses a computer system for processing print 
jobs (Fig.1), comprising: an e-mail enabled device for creating and sending e-mail with 
attachments (Fig.1 (101,102)), an e-mail enabled print server for receiving e-mails with 
attachments, extracting attachments from e-mails and sending attachments for printing 
(Fig.1 (105)), a network printer for receiving and printing attachments extracted from e- 
mails by the print server (Fig.1 (102,109)), and a network facilitating communications 
between the e-mail enabled device, the e-mail enabled server and the network printer 
(Fig.1 (103,106)). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 2, 3, 4, 5, 6, 7, 9, 11, 17 and 22 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Canon Kabushiki Kaisha Tokyo (JP) (European Patent 
00,304,448.4). 

Regarding Claims 2, 5, 17 and 22, Canon discloses storing print data in a print 
job object to be transferred to an adapter connected to a printer (see [0069, Line 46-50). 
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Cannon also discloses that a printer in the network can store infornnation coming from 
the network server (see [0050], Line 27-31). 

It is known in the art that printing devices contain high capacity storage area 
known as job retention. At the time of the invention, it would have been obvious for one 
skilled in the art to have attached documents be stored in the printer's job retention. The 
motivation for doing so would be to enable a workstation user to print the same 
documents at later time without repeating the e-mail transfer and retrieve process. 

Regarding Claims 3 and 4, as mention in the 103(a) rejection of Claim 2 above, 
Canon discloses storing print data in a print job object to be transferred to an adapter 
connected to a printer (see [0069, Line 46-50) and that a printer in the network can 
store information coming from the network server (see [0050], Line 27-31). 

As mention the 103(a) rejection of Claim 2 above, it is known in the art that a 
printer usually contains a job retention area. At the time of the invention it would have 
been obvious for one skilled in the art to have an e-mail enabled printer to specify 
instructions for storing and reading data to its job retention area. It is obvious that in 
order to store data in the printer, the printer must specify its own instructions for storing 
and reading the incoming data. 

Regarding Claim 5, Canon as mention in the 103(a) rejection of Claim 2 above, 
Canon discloses storing print data in a print job object to be transferred to an adapter 
connected to a printer (see [0069, Line 46-50). Canon also discloses that the printer 
prints data converted by and sent from the adapter (see [0009], Line 22-23). 
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As mention the 103(a) rejection of Claim 2 above, it is known in the art that a 
printer usually contains a job retention area. At the time of the invention, it would have 
been obvious for one skilled in the art to have the e-mail enabled printer store a 
document to be printed in its job retention in conjunction to printing the document. The 
motivation for doing so would be to keep the printier data stored at the remote printer for 
later use. This can allow the user to avoid resending the data to that particular remote 
printer. 

Regarding Claim 6, Canon discloses instructions for performing document prints 
(see [0019]). 

At the time of the invention, it would have been obvious for one skilled in the art 
to have the method of Claim 1 specify instructions for printing the attached document. 
Such instructions are necessary when performing print processes for any network 
printing system. 

Regarding Claim 7, Canon discloses that the network print server providing a 
means for specifying printing attributes (see [0107] and [0108]). 

At the time of the invention, it would have been obvious for skilled in the art to 
have the method of Claim 1 to specify printing attributes when specifying printing 
instructions. Specifying the print attributes is part of the instructions for printing data (i.e. 
part of a print job). 

Regarding Claim 9, Canon discloses a printer readable program that contains 
instructions for printing (see [0019]), as mentioned in the 103(a) rejection of Claim 6 
above. 
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At the time of the invention it would have been obvious for one skilled in the art to 
provide instructions via e-mail that is printer readable since the instructions will be 
stored in the job retention of the printer. The printer, therefore, must interpret the 
instructions to perform the printing in a network environment. Otherwise, the printer can 
only print based on instructions manually inputted by a user. 

Regarding Claim 11, Canon discloses encoding the printer readable language in 
MIME encoding field (see [0052], Line 6-10). 

At the time of the invention, it would have been obvious for one skilled in the art 
to use the MIME encoding field to encode the printer readable language. It is necessary 
for the receiving printer or the controlling software of the receiving printer to understand 
what the data received from the e-mail message represents. It is necessary to use the 
MIME encoding field since it tells what is in the e-mail message so that the contents can 
be used in an appropriate way. 

Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Canon 
Kabushiki Kaisha Tokyo (JP) (European Patent 00,304,448.4) in view of Fabbio et al. 
(US Patent 5,870,089). 

Regarding Claim 8, Canon discloses specifying instructions for documents prints 
as mentioned in Claim 6 but fails to disclose expressly scheduling the print instructions. 
Fabbio, however, discloses a means to schedule the transferring of data packages from 
a storage queue to destination devices (i.e. printer, fax) in a network (see Fig. 5 (1 18) 
and Col.8, Line 10-37). 
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Canon and Fabbio are combinable because they are from the same field of 
endeavor, namely network printing apparatus. At the time of the invention it would have 
been obvious for one skilled in the art to incorporate the use of a scheduling process to 
prioritize or schedule the print process. The motivation for doing so would be to have a 
set process of determining the priority of the documents to be printed. Since many 
documents could be stored to the job retention of the printer, it would be useful to 
prioritize documents and have them print in specific orders. 

Claims 10, 14 and 23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Canon Kabushiki Kaisha Tokyo (JP) (European Patent 00,304,448.4) 
in view of Harkins et al. (US Patent 5,689,642), 

Regarding Claims 10 and 23, Canon discloses specifying instructions for 
documents prints as mentioned in Claim 6 but fails to disclose expressly a method to 
encode the printable readable language prior to sending the e-mail message over the 
network. Harkins, however, discloses encoding printer readable language prior to 
transmitting the data over the network (see Col. 11, Line 28-41). 

Canon and Harkins are combinable because they are from the same field of 
endeavor, namely network printing apparatus. At the time of the invention, it would have 
been obvious for one skilled in the art to in corporate a method to encode the printer 
readable language to the method described in Claim 6 above. The motivation for doing 
so would be to create a more productive printing process by eliminating the need to 
convert from multiple sender formats to the desired printer format by the printer. 
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Regarding Claim 14, Canon discloses the method as described in Claim 1 above 
but fails to expressly disclose that the attached document to the e-mail message is in 
bit-mapped format. Harkins, however, discloses bit-mapped files are being sent to the 
printer over the network (see Col.2, Line 34-44). 

Canon and Harkins are combinable because they are from the same field of 
endeavor, namely network printing apparatus. At the time of the invention, it would have 
been obvious for one skilled in the art to have the document attached to the e-mail 
message in bit-mapped format for the method described in Claim 1 above. The 
motivation for doing so would be to create a more productive printing process. Having 
the documents be converted to this format prior to being received at the printer would 
speed the process of printing. With many documents/data to be printed stored in the 
queue, it would be time consuming to have the conversion process done for each 
document at the printer. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vu B. Hang whose telephone number is (571)272-0582. 
The examiner can normally be reached on Monday-Friday, 9:00am - 6:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward L. Coles can be reached on (571)272-7402. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Vu Hang 

Assistant Examiner 
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